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DETAILED ACTION 

1 . This is in response to the communications filed on 16 April 2004. 

2. Claims 1-24 are pending in the application. 

3. Claims 1-24 have been rejected. 

Specification 

4. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 



The abstract exceeds the 150- word limit. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 18-22 are rejected under 35 U.S.C 101 because the claimed invention is directed 
to non-statutory subject matter. 

Claims 18-22 are directed towards a computer readable medium including a method for 
capturing an electronic signature of a user in a java based environment on a personal digital 
assistant. When nonfunctional descriptive material is recorded on some computer-readable 
medium, in a computer or on an electromagnetic carrier signal, it is not statutory since no 
requisite functionality is present to satisfy the practical application requirement. Merely claiming 
nonfunctional descriptive material, i.e., abstract ideas, stored in a computer-readable medium, in 
a computer, on an electromagnetic carrier signal does not make it statutory. See Diehr, 450 U.S. 
at 185-86, 209 USPQ at 8 (noting that the claims for an algorithm in Benson were unpatentable 
as abstract ideas because f, [t]he sole practical application of the algorithm was in connection with 
the programming of a general purpose computer."). Such a result would exalt form over 
substance. In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 1978) ("[E]ach 
invention must be evaluated as claimed; yet semantogenic considerations preclude a 
determination based solely on words appearing in the claims. In the final analysis under Sec. 
101, the claimed invention, as a whole, must be evaluated for what it is.") (quoted with approval 
in Abele, 684 F.2d at 907, 214 USPQ at 687). See also In re Johnson, 589 F.2d 1070, 1077, 200 
USPQ 199, 206 (CCPA 1978) ("form of the claim is often an exercise in drafting"). 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-4, 6-8, 10-17 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kadaba et al U.S. Patent No. 6,285,916 Bl. 

As to claim 1, Kadaba et al discloses a method for capturing an electronic signature of a 
user in a java based environment on a personal digital assistant, comprising: 

capturing an instance of the electronic signature on the canvas [column 5, 
lines 44-55]; 

encoding by a canvas the instance of the electronic signature in a file 
[column 5, lines 44-55]; and 

transferring the file by the canvas to an applet [column 5, lines 44-55]. 
As to claims 2 and 14, Kadaba et al discloses attaching a pointer to the file by the applet 
[column 8 line 47 to column 9 line 21]. Kadaba et al discloses the pointer pointing to a business 
object associated with the electronic signature [column 8 line 47 to column 9 line 21]. 

As to claims 3 and 15, Kadaba et al discloses communicating by the personal digital 
assistant the file and the business object to a server [column 7, lines 5-16]. 

As to claims 4 and 16, Kadaba et al discloses encoding the file and the business object 
prior to communicating the file and the business object to the server [column 7, lines 5-16]. 
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As to claims 6 and 17, Kadaba et al discloses comparing the file to at least one stored file 
by the server for consistency [column 7, lines 5-16]. 

As to claim 7, Kadaba et al discloses producing a rejection message if the server 
determines that the file and the at least one stored file are not consistent [column 9, lines 22-55]. 

As to claim 8, Kadaba et al discloses producing an acceptance message if the server 
determines that the file and the at least one stored file are consistent [column 9, lines 22-55]. 

As to claim 10, Kadaba et al discloses that the prompting by the applet is in response to a 
delivery of an item, the electronic signature verifying receipt of the item [column 5, lines 44-55]. 
As to claim 11, Kadaba et al discloses the method further comprising: 

prompting the user by the applet operating on the personal digital assistant 
[column 5, lines 44-55]; and 

handling the canvas by the applet [column 5, lines 44-55]. 
As to claim 12, Kadaba et al discloses a personal digital assistant, comprising: 
a pressure sensitive screen [column 5, lines 44-55]; and 
a processing system adapted to capture a signature entered via the screen 
and attach the signature to a business object maintained by the processing system 
[column 5, lines 44-55]. 
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As to claim 13, Kadaba et al discloses the personal digital assistant, wherein: 

the application includes an applet adapted to prompt a user and adapted to 

handle a canvas [column 5, lines 44-55]; and 

the canvas is adapted to capture an instance of the electronic signature, 

encode the instance in a file, and transfer the file to the applet [column 5, lines 44- 

55]. 

As to claim 24, Kadaba et al discloses a network, comprising: 

a mobile device adapted to capture a signature, encode the signature, and 
attach the encoded signature to a business object [column 5, lines 44-55]; and 

a server adapted to receive the encoded signature attached to the business 
object from the mobile device [column 7, lines 5-16]; 

wherein the server compares the encoded signature to a stored signature 
file [column 7, lines 5-16], 



Application/Control Number: 1 0/689,8 1 6 Page 7 

Art Unit: 2131 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are . 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kadaba et al U.S. 

Patent No. 6,285,916 Bl as applied to claim 1 above, and further in view of Applied 

Cryptography (hereinafter Schneier). 

As to claim 5, Kadaba et al does not teach that the file and the business object are 
encoded using an MD5 algorithm. 

Schneier teaches the use and benefits of encoding using the MD5 algorithm [page 440]. 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Kadaba et al so that the file and the business 
object would have been encoded using an MD5 algorithm. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Kadaba et al by the teaching of Schneier because MD5 has 
a fourth round added, each step has a unique additive constant and each step now adds in the 
result of the previous step which promotes faster avalanche effect [page 440]. 
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8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kadaba et al U.S. 
Patent No. 6,285,916 Bl as applied to claim 1 above, and further in view of Burger et al 
U.S. Patent No. 6,938,051 Bl. 

As to claim 9, Kadaba et al does not teach that the file is a .gif file. 

Burger et al teaches the use and benefits of using a .gif file [column 16, lines 7-37]. 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Kadaba et al so that the signature would have 
been stored as a .gif file. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Kadaba et al by the teaching of Burger et al because GIF 
offers clarity and lack of noise on text segments at the expense of increased file size [column 16, 
lines 7-37]. 

9. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kadaba et al 
U.S. Patent No. 6,285,916 Bl in view of Burger et al U.S. Patent No. 6,938,051 Bl. 

As to claim 18, Kadaba et al discloses a computer readable medium including a method 
for capturing an electronic signature of a user in a java based environment on a personal digital 
assistant, the method comprising: 

providing a canvas by an applet [column 5, lines 44-55]; 

prompting the user by the applet to sign the canvas [column 5, lines 44- 

55]; 

capturing the electronic signature by the canvas [column 5, lines 44-55]; 
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transferring the formatted electronic signature to the applet from the 
canvas [column 5, lines 44-55]. 
Kadaba et al does not teach encoding the electronic signature in the canvas in a .gif 
format to form a formatted electronic signature. 

Burger et al teaches the use and benefits of using a .gif file [column 16, lines 7-37]. 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Kadaba et al so that the signature would have 
been stored as a .gif file. 

It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Kadaba et al by the teaching of Burger et al because GIF 
offers clarity and lack of noise on text segments at the expense of increased file size [column 16, 
lines 7-37]. 

As to claim 19, Kadaba et al teaches that the method further comprises attaching a pointer 
to the file by the applet [column 8 line 47 to column 9 line 21]. Kadaba et al teaches the pointer 
pointing to a business object associated with the electronic signature [column 8 line 47 to column 
9 line 21]. 

As to claim 20, Kadaba et al teaches that the method further comprises communicating 
by the personal digital assistant the file and the business object to a server [column 7, lines 5-16]. 

As to claim 21, Kadaba et al teaches that the method further comprises encoding the file 
and the business object prior to communicating the file and the business object to the server 
[column 7, lines 5-16]. 
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As to claim 22, Kadaba et al teaches that the method further comprises comparing the file 
to at least one stored file by the server for consistency [column 7, lines 5-16]. 
10. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kadaba et al 
U.S. Patent No. 6,285,916 Bl in view of Applied Cryptography (hereinafter Schneier). 

As to claim 23, Kadaba et al discloses a secure signature capturing method for mobile 
devices, comprising: 

pursuant to a first application executing on a mobile device, capturing a 
signature [column 5, lines 44-55]; and 

pursuant to a second application executing on the mobile device, receiving 
the signature from the first application and attaching it to a document [column 6, 
lines 40-65]; 

wherein unencrypted data representing the captured signature is 
inaccessible to any application other than the first application [column 6, lines 40- 
65]. 

Kadaba et al does not teach encrypting the signature. 

Schneier teaches the use and benefits of encryption [pages 1-2}. 

Therefore, it would have been obvious to a person having ordinary skill in the art at the 
time the invention was made to have modified Kadaba et al so that the signature would have 
been captured and then encrypted. After receiving the encrypted signature it would have been 
attached to a document. 
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It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have modified Kadaba et al by the teaching of Schneier because 
encryption offers authentication, integrity and nonrepudiation [page 2]. 

Conclusion 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aravind K. Moorthy whose telephone number is 571-272-3793. 
The examiner can normally be reached on Monday-Friday, 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ayaz R. Sheikh can be reached on 571-272-3795. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Aravind K Moorthy 

February 1 3, 2007 SUPERVISORY PATENT EXAMNEH 
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